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Any v reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) ^ Responsive to communication(s) filed on 27 November 2006 . 
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DETAILED ACTION 

1. Claims 3 and 6-23 are presented for examination. Claim 3 is withdrawn from 
consideration. 

Election/Restrictions 

2. Applicant's election without traverse of Invention IT, claims 6-23 in the reply filed on 
11/27/2006 is acknowledged. 

Response to Arguments 

3. Applicant's arguments filed 1 1/27/2006 have been fully considered but they are not 
persuasive. 

4. As per remarks, Applicants' argued that (1) Roth does not teach "wherein said user 
prompt leads to a sale" as recited in claim 6. 

5. As to point (1), Roth discloses a system for displaying advertisement to viewer [ Figure 
1; Abstract; and col 2, lines 1-9 ]. The advertisements are provided by Ad space providers 
(seller) [ i.e. advertisement or user prompt leads to a sale ] [ col 1, lines 50-54; and col 9, lines 
15-16 ]. In addition, as defined by the Merriam-Websters Collegiate Dictionary, advertise means 



Application/Control Number: 09/922,709 Page 3 

Art Unit: 2154 

to call pubic attention by emphasizing desirable qualities so as to arouse a desire to buy [ i.e. user 
prompt leads to a sell ]. As such, Roth teaches the claimed language as written, rendering the 
claimed unpatentable over the prior art of record. 

6. In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and/w re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, Examiner recognized that Roth does not provide the rules causes and the optional 
rules causes as claimed in claim 6, Examiner relied on the second reference, Gross, to point out 
the required and optional rule, as mentioned in the previous Office Action, wherein it would 
have been obvious to a person skill in the art at the time the invention was made to combine the 
teaching of Roth and Gross because Gross' teaching of optional and required rules would 
provide a flexible, efficient, event-driven and conditional rule-based system which can be 
transparently implemented for use [ Gross, col 2, lines 40-43 ]. 



Claim Rejections - 35 USC §103 



7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 6-9, 1 1-14, and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Roth et al. [ US Patent No 6,285,987 ], in view of Gross et al. [ US Patent No 5,283,856 ]. 

9. As per claim 6, Roth discloses the invention substantially as claimed including a rules 
evaluation system for a user's computer comprising: 

a rules-based agent [ i.e. bidding agent ] [ 30A, 30B and 30Z, Figure 1; and col 3, lines 
59-col 4, lines 6 ] having a plurality of rule clauses for evaluating data [ i.e. target criteria ] [ col 
1 , lines 50-54; col 2, lines 28-3 1 ] ; 

at least one targeted advertising trigger having functionality to notify the rules-based 
agent to begin evaluating [ i.e. evaluate view-op ] [ col 2, lines 1 1-19 and lines 54-58; and col 12, 
lines 11-39]; 

a plurality of data providers to provide data for evaluation [ i.e. advertisers ] [ col 1, lines 
55-64]; and 

at least one action for providing information to a user based upon the evaluated data [ i.e. 
sends appropriate advertisement from data base to browser ] [ col 4, lines 42-44; and col 5, lines 
32-37 ], and wherein at least one of said at least one action comprises communicating with said 
user by displaying a user prompt associated with said target advertising triggers [ i.e. 
advertisements display for particular viewer ] [ Abstract; col 2, lines 1-9; and col 6, lines 33-40 ], 
and wherein said user prompt leads to a sale [ i.e. Ad space provider (seller) or advertisement ] [ 
col 3, lines 51-55; col 8, lines 1-4; and col 9, lines 15-16 ]. 
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Roth does not specifically disclose 

wherein the rules clauses comprises one or more required rules clauses and one or more 
optional rules clauses; and 

wherein an action is performed provided all of the required rules clauses and at least one 
of the optional rules clauses are satisfied. 

Gross discloses 

wherein the rules clauses comprises one or more required rules clauses [ i.e. required 
syntax ] [ col 2, lines 21-29; and Appendix I 5 lines 1-40 ] and one or more optional rules clauses [ 
i.e. optional Form, Folder or Time ] [ Appendix I, col 19, lines 54-67 and col 21, lines 50-55 ]; 
and 

wherein an action is performed provided all of the required rules clauses and at least one 
of the optional rules clauses are satisfied [ i.e. when satisfied, the conditions cause actions to be 
taken ] [ col 6, lines 44-47; and col 8, lines 35-41 ]. 

It would have been obvious to a person skill in the art at the time the invention was made 
to combine the teaching of Roth and Gross because Gross' teaching of required and optional 
rules would provide a flexible, efficient, event-driven and conditional rule-based system which 
can be transparently implemented for use [ Gross, col 2, lines 40-43 ]. 

10. As per claim 7, Roth discloses wherein the trigger is based upon user activity [ i.e. 
previous viewing habits ] [ col 8, lines 65-67 ]. 
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11. As per claim 8, Roth discloses wherein the trigger is based upon time [ col 4, lines 63-col 
5, lines 4], 

12. As per claim 9, Roth discloses wherein the trigger is based upon computer online activity 
[ i.e. which sites each viewer has previously accessed ] [ col 9, lines 31-35 ]. 

13. As per claim 1 1, Roth discloses wherein the trigger is based upon software present in the 
computer [ i.e. operating system or browser type ] [ col 1, lines 50-54; and col 8 5 lines 20-28 ]. 

14. As per claim 12, Roth discloses wherein rule clauses can be added dynamically [ col 5, 
lines 38-63 ]. 

15. As per claim 13, Roth discloses wherein triggers can be added dynamically [ i.e. 
specified data can be introduced into data base 16B in a number of ways ] [ col 18, lines 44-lines 
65]. 

16. As per claim 14, Roth discloses wherein data providers can be added dynamically [ i.e. 
identifies every active advertiser ] [ col 9, lines 38-39; and col 10, lines 21-29 ]. 



17. As per claim 22, Roth discloses wherein the action is a link to a related website presented 
to the user [ col 8, lines 1-4 ]. 
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18. Claims 10, 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Roth et 
al. [ US Patent No 6,285,987 ], in view of Gross et al. [ US Patent No 5,283,856 ], and further in 
view of Binder [ US Patent No 6,513,052 ]. 

19. As per claim 10, Roth and Gross do not specifically disclose wherein the trigger is based 
upon hardware present in the computer. Binder discloses wherein the trigger is based upon 
hardware present in the computer [ i.e. current hardware configuration ] [ Abstract; and col 5, 
lines 25-32 ]. It would have been obvious to a person skill in the art at the time the invention 
was made to combine the teaching of Roth, Gross and Binder because Binder's teaching of 
current hardware configuration would enable to select and present advertisement that has a high 
correlation to the user's needs, behavior, and preferences, thereby increasing the probability of 
generating revenue from the advertising [ Binder, col 1, lines 49-54 ]. 

20. As per claim 17, Roth and Gross do not specifically disclose wherein the data provider 
detects a speed of the user's computer hard drive. Binder discloses wherein the data provider 
detects a speed of the user's computer hard drive [ Abstract; col 1, lines 59-64; col 3, lines 21-26; 
and col 4, lines 24-30 ]. It would have been obvious to a person skill in the art at the time the 
invention was made to combine the teaching of Roth, Gross and Binder because Binder's 
teaching of current hardware configuration would enable to select and present advertisement that 
has a high correlation to the user's needs, behavior, and preferences, thereby increasing the 
probability of generating revenue from the advertising [ Binder, col 1, lines 49-54 ]. 
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21 . As per claim 1 8, Roth and Gross do not specifically disclose wherein the data provider 
detects an amount of memory installed on the user's computer. Binder discloses wherein the data 
provider detects an amount of memory installed on the user's computer [ col 5, lines 28-32 ]. It 
would have been obvious to a person skill in the art at the time the invention was made to 
combine the teaching of Roth, Gross and Binder because Binder's teaching of current hardware 
configuration would enable to select and present advertisement that has a high correlation to the 
user's needs, behavior, and preferences, thereby increasing the probability of generating revenue 
from the advertising [ Binder, col 1, lines 49-54 ]. 

22. As per claim 19, Roth and Gross do not specifically disclose wherein the data provider 
detects downloaded software. Binder discloses wherein the data provider detects downloaded 
software [ col 4, lines 30-39; and col 5, lines 61 -col 6, lines 11], It would have been obvious to 
a person skill in the art at the time the invention was made to combine the teaching of Roth, 
Gross and Binder because Binder's teaching of current software configuration would enable to 
select and present advertisement that has a high correlation to the user's needs, behavior, and 
preferences, thereby increasing the probability of generating revenue from the advertising [ 
Binder, col 1, lines 49-54 ]. 
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23. Claims 15, 20, 21, and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Roth et al [ US Patent No 6,285,987 ], in view of Gross et al. [ US Patent No 5,283,856 ], and 
further in view of Klayh [ US Patent Application No 2003/01 ]. 

24. As per claim 1 5, Roth and Gross do not specifically disclose wherein actions can be 
added dynamically. Klayh discloses wherein actions can be added dynamically [ i.e. advertising 
has been displayed broadcast or narrowcast ] [ paragraph 0003 ]. It would have been to a person 
skill in the art at the time the invention was made to combine the teaching of Roth, Gross and 
Klayh because Klayh' s teaching would enable a system for precision distribution of advertising 
to particular persons or locations [ Klayh, paragraph 0002 ]. 

25. As per claim 20, Roth and Gross do not specifically disclose wherein the action is a pop- 
up box displayed to the user. Klayh discloses disclose wherein the action is a pop-up box 
displayed to the user [ paragraphs 0043 and 0044 ]. It would have been to a person skill in the 
art at the time the invention was made to combine the teaching of Roth, Gross and Klayh because 
Klayh's teaching would enable a system for precision distribution of advertising to particular 
persons or locations [ Klayh, paragraph 0002 ]. 

26. As per claim 21, Roth and Gross do not specifically disclose wherein the action is an e- 
mail sent to the user. Klayh discloses wherein the action is an e-mail sent to the user [ paragraph 
0077 ]. It would have been to a person skill in the art at the time the invention was made to 
combine the teaching of Roth, Gross and Klayh because Klayh's teaching would enable a system 
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for precision distribution of advertising to. particular persons or locations [ Klayh, paragraph 
0002]. 

27. As per claim 23, Roth and Gross do not specifically disclose wherein the action is a video 
displayed on the user's computer. Klayh discloses wherein the action is a video displayed on the 
user's computer [ paragraphs 0014 and 0172 ]. It would have been to a person skill in the art at 
the time the invention was made to combine the teaching of Roth, Gross and Klayh because 
Klayh' s teaching would enable a system for precision distribution of advertising to particular 
persons or locations [ Klayh, paragraph 0002 ]. 

28. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Roth et al. [ US 
Patent No 6,285,987 ], in view of Gross et al. [ US Patent No 5,283,856 ], and further in view of 
Dentel et al. [ US Patent No 7,062,45 1 ]. 

29. As per claim 16, Roth and Gross do not specifically disclose wherein the data provider 
detects a level of ink in the user's printer. Dentel discloses wherein the data provider detects a 
level of ink in the user's printer [ i.e. detection of a low-ink status in printer ] [ Figure 3; and col 
5, lines 14-16 ]. It would have been obvious to a person skill in the art at the time the invention 
was made to combine the teaching of Roth, Gross and Dentel because Dentel 5 s teaching of 
detecting ink status would enable a user of a processor system to purchase products which are 
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compatible for use with a particular type of component of the processor system [ Dentel, col 1 , 
lines 4-10]. 

30. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dustin Nguyen whose telephone number is (571) 272-3971 . The 
examiner can normally be reached on Monday - Friday 8:30 a.m. - 5:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John A. Follansbee can be reached on (571) 272-3964. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-3970. 
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Information regarding the status of an application may be obtained from the Patent 



Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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